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UNI TED STATES PATENT AND TRADEMARK OFFI CE
Trademark Trial and Appeal Board
In re North Anmerican Tobacco I nport Conpany
Serial No. 78/024, 803
Arnold J. Heckler, Esq. for North American Tobacco | nport
Conpany.
Ronal d L. Fairbanks, Trademark Exam ning Attorney, Law
Ofice 112 (Janice O Lear, Mnagi ng Attorney).
Bef ore Wendel , Bucher and Drost, Adm nistrative Tradenmark
Judges.
Qpi ni on by Wendel, Adm nistrative Trademark Judge:
North Anerican Tobacco I nport Conpany has filed an

application to register the mark VIKING for “cigarettes.”?

! Serial No. 78/024,803, filed Sept enber 7, 2000, based on an
all egation of a bona fide intention to use the mark in conmerce.
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Regi stration has been finally refused under Section
2(d) on the ground of Iikelihood of confusion with the mark
VI KI NG and design, as shown below, for “glass ash trays,

hum dors, and cigarette boxes, trays and jars” in O ass 34.2

VIKING

The refusal has been appeal ed and applicant and the
Exam ning Attorney have filed briefs. An oral hearing was
not requested.

Before taking up the issue of |ikelihood of confusion,
we consider first applicant’s nmain contention in this
proceedi ng, nanely that the registered mark has been
abandoned, thus “opening the door” for the granting of
applicant’s application. Applicant bases its argunent of
abandonnment on the fact that the registrant, Viking d ass
Conmpany, was di ssol ved by court decree on May 15, 1990.
Applicant has submtted a copy of a docunent fromthe State

of West Virginia to this effect. Applicant states in

> Registration No. 817,234, issued Cctober 25, 1966, first
renewal in 1986 for 20 years. An assignnent of the registration
from Connecti cut Cape Corp. (fornerly Viking dass Conpany) to
Dazel |l Co. was recorded by the Assignnment Branch on January 18,
1991 at reel 0761, frame 0207.
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addition that an O fice search on Septenber 6, 2001 has
reveal ed that no assignnment has been recorded of this
trademark to another party through the date of this appeal.
As pointed out by the Exam ning Attorney in his
response to the request for reconsideration, during ex
parte prosecution an applicant will not be heard on matters
which constitute a collateral attack on the cited
registration. The certificate of registration is prima
facie evidence of the validity of the registration and the
registrant’s exclusive right to use the mark in connection
Wi th the goods specified in the registration. 15 U S.C.
8§ 1057(b). Applicant’s argunent that, since registrant has
been di ssol ved since 1990, it nust be assuned that use of
the mark has been abandoned wi thout intent to resune use is
no nore than a collateral attack on the validity of the
registration. Wiile it is true that the prima facie
presunption of validity of the registration nay be
chal | enged, the present ex parte proceeding is not the
proper forumfor such a challenge. Instead a fornal
cancel l ati on proceedi ng shoul d have been filed, an option
whi ch applicant chose not to pursue. Since it is not open
to applicant to prove abandonnent in this ex parte

proceedi ng, applicant’s argunents that mark is no longer in
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use nust be disregarded.® See In re Dixie Restaurants Inc.,
105 F. 3d. 1405, 41 usPd 1531, 1534 (Fed. Cr. 1997);
Cosnetically Yours, Inc. v. Cairol Inc., 424 F.2d 1385,
165 USPQ 515 (CCPA 1970).

Gving full weight to the cited registration, we turn
to the issue of likelihood of confusion, naking our
determ nation on the basis of those of the du Pont* factors
that are relevant in view of the evidence of record. Two
key considerations in any analysis are the simlarity or
dissimlarity of the respective marks and the simlarity or
dissimlarity of the goods or services with which the marks
are being used, or are intended to be used. See Federated
Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192
USPQ 24 (CCPA 1976); In re Azteca Restaurant Enterprises,
Inc., 50 USPQRd 1209 (TTAB 1999).

Considering first the respective marks, we note that
al t hough the marks nust be considered in their entireties,
there is nothing inproper, under appropriate circunstances,
in giving nore or less weight to a particular portion of a
mark. See In re National Data Corp., 753 F.2d 1056, 224

USPQ 749 (Fed. Cir. 1985). Normally, it is the word

® W note that according to the Board’ s review of Ofice records,
there was an assignment of the registration recorded by the

Assi gnnment Branch in 1991. (See footnote 2).

“Inre E. 1. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ
563 (CCPA 1973).
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portion of a mark, rather than the design features, unless
particularly distinctive, that is the nore likely to be
renenbered and relied upon by purchasers in referring to
the goods and thus it is the word portion that will be
accorded nore weight in determning the simlarity of the
i nvol ved marks. See Ceccato v. Manifattura Lane CGaetano
Marzotto & Figli S.p.A., 32 USPQ 1191 (TTAB 1994).

Here the word VIKING i s the dom nant portion of
registrant’s mark. The ship design cannot be accorded
equal weight, inasnmuch as purchasers woul d necessarily rely
upon the word portion in calling for the goods. In
addition, the main function of the ship designis to
reinforce the word portion, by its portrayal of a Viking
ship, and thus to strengthen the general inpression created
by the word VIKING See Ceccato v. Manifatture Lane
Gaetano Marzotto & Figli S.p. A, supra (coat of arnms design
rei nforces neaning of word mark). The literal portions of
the two marks are identical, the word VIKING rendering the
mar ks identical in sound and neaning. Moreover, as pointed
out by the Examining Attorney, the term VIKING as used in
connection with either applicant’s cigarettes or
registrant’s snokers’ articles, including ash trays,
hum dors and cigarette boxes, is totally arbitrary, having

no suggestive connotati on when used with goods of this
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nature. Al in all, the overall commercial inpressions
created by the marks are virtually identical. Applicant
has nmade no argunment to the contrary.

Thus, we turn to a conparison of the respective goods
wi th which applicant and registrant are using, or intend to
use, these highly simlar marks. In making our analysis,
we are guided by the general principle that the greater the
degree of simlarity in the marks, the |l esser the degree of
simlarity that is required between the goods on which the
mar ks are being used to support a likelihood of confusion.
If the marks are virtually the sane, as is the case here,
there need only be a viable rel ationship between the goods
in order to support a holding of Iikelihood of confusion.
See In re Peebles Inc., 23 USPQRd 1795 (TTAB 1992); In re
Concordi a International Forwarding Corp., 222 USPQ 255
(TTAB 1983).

Furthernore, it is not necessary that the goods of
applicant and registrant be simlar or even conpetitive to
support a holding of likelihood of confusion. It is
sufficient if the respective goods are related in sone
manner and/or that the conditions surrounding their
mar keti ng are such that they would be encountered by the
sane persons under circunstances that could, because of the

simlarity of the marks used thereon, give rise to the
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m st aken belief that they emanate from or are associated
with, the sane source. See In re Al bert Trostel & Sons
Co., 29 USPQ2d 1783 (TTAB 1993) and the cases cited
therein. If there are no restrictions in the application
or registration as to the channels of trade or class of
purchasers, the parties’ goods nust be assuned to travel in
all the normal channels of trade for the goods of this
nature and to all the normal classes of purchasers. See
Kangol Ltd. v. KangaROOS U.S. A Inc., 974 F.2d 161, 23
UsPQd 1945 (Fed. Cir. 1992).

Thus, the question before us is whether a sufficient
relationship exists between the cigarettes of applicant and
the various snokers’ articles of registrant, such as ash
trays, hum dors and cigarette boxes, that purchasers woul d
be likely to believe that the goods originate froma single
source, if highly simlar marks are used thereon. W find
the copies of several third-party registrations nmade of
record by the Exam ning Attorney show ng registration of
the same mark by a single entity for both tobacco products
i ncluding cigarettes and snokers’ articles including itens
such as ash trays, cigarette cases, hum dors, and cigarette
boxes, nore than adequate to establish that such a
relationship exists. Wile these registrations are

adm ttedly not evidence of use of the marks in conmerce for
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t hese goods, they are sufficient to suggest that the goods
are of a type which may be produced by a single entity and
be identified by the sane mark. See In re Al bert Trostel &
Sons Co., supra, In re Micky Duck Mustard Co., 6 USPQd
1467 (TTAB 1988), aff’'d as not citable precedent 88-1444
(Fed. G r. Novenmber 14, 1988). Accordingly, if highly
simlar marks are used on both types of goods, as is the
case here, it may be presuned that purchasers wll

m st akenly believe that the goods enanate fromthe sane
source. Furthernore, it appears only reasonabl e that
purchasers encountering ash trays and ot her snokers’
articles bearing the sane mark as a brand of cigarettes
woul d assume that the snokers’ articles originate fromthe
same source as the cigarettes, if no nore than as
pronotional itens. See Larus & Brother Co. v. Holiday
Designs, Inc., 159 USPQ 686 (TTAB 1968)(cl ose rel ationship
found to exi st between applicant’s ash trays and opposer’s
snoki ng tobacco and cigarettes).

In addition, in the absence of any |imtations in the
application or registration it must be presunmed that the
goods of both applicant and registrant would travel in the
sane channel s of trade, be sold in the same retail outlets,

and be sold to the sane class of purchasers, nanely, the
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general public. No distinction whatsoever can be made on
this basis.

Applicant’s argunment that neither entity specifically
i ncl udes the goods of the other in its identification of
goods is to no avail. The goods of the applicant and
regi strant need not be identical or even conpetitive to
support a holding of |ikelihood of confusion. As fully
di scussed above, it is necessary only that a viable
rel ati onshi p exi st between the goods such that use of
simlar marks on the goods results in the m staken beli ef
on the part of purchasers that the goods originate froma
common source. This relationship has been shown to exist.

Applicant’s further argunment for an “equitable result”
by allowing the mark VIKING to coexist for the products of
both applicant and registrant would clearly be unfair to
registrant. Registrant is fully entitled to the protection
afforded to it by its valid and existing registration of
the mark against the registration by applicant of
substantially the sane mark for goods closely related to
regi strant’ s goods.

Accordingly, on the basis of the virtually identical
commerci al inpressions of the marks bei ng used, or intended

to be used, and the relationship which has been shown to
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exi st between the goods of applicant and registrant, we
find that confusion is |ikely.
Decision: The refusal to register under Section 2(d)

is affirned.
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